
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE ' 


FIRST NAMED INVENTOR 


ATTORNEY.DOCKET NO. 


CONFIRMATION NO. 


10/802,275 


03/17/2004 


Michael Peter Cooke 


DP-303889 


4229 



27305 7590 07/02/2007 

HOWARD & HOWARD ATTORNEYS, P.C. 
THE PINEHURST OFFICE CENTER, SUITE #101 
39400 WOODWARD AVENUE 
BLOOMFIELD HILLS, MI 48304-5 15 1 



EXAMINER 



KIM, CHRISTOPHER S 



ART UNIT 



3752 



PAPER NUMBER 



MAIL DATE 



07/02/2007 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/802,275 


Applicant(s) 

COOKE. MICHAEL PETER 


t Aaiiili Id 

Christopher S. Kim 


Art Unit 
3752 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 14 September 2006 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 26-34 is/are pending in the application. 

4a) Of the above claim(s) 28 and 31 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 26,27,29.30 and 32-34 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.13 Certified copies of the priority documents have been received in Application No. 09/907.011 . 
3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 14, 2006 has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Election/Restrictions 

3. Claims 28 and 31 remain withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
November 21, 2005. 

Claim Rejections - 35 USC §112 

4. Claims 26, 27, 29, 30 and 32-34 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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Claim 26 recites the limitation "the valve needle" in line 8. There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 26, 29 and 34 contain functional recitations that are not commensurate in 
scope with the claimed structural elements. Therefore, the structural elements that 
enable the function, i.e., the movement of valve needle relative to the piston member 
and control chamber during the initial and second retracting forces, are considered to be 
essential elements required by the functional recitation which are missing from the 
claims. Alternatively, it appears that applicant is attempting to claim what his device 
does rather than what it is. Claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function. MPEP 21 14. The functional 
recitations have been considered as merely requiring the ability to so perfonn and not a 
positively recited limitation. 

Claim Rejections - 35 USC § 102 
5. Claims 26, 27, 29, 30 and 32-34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Boecking (WO 00/11339). 

Boecking discloses a fuel injector comprising: 
a valve member/needle 6; 

an amplifier arrangement having a piston member 3 a control chamber 
(chamber having spring 11); 

a mechanical coupler (coupling between piston member 3 and stop 
shoulder 12) including a spring 11; 
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an actuator arrangement (valve actuation unit). 
In Boecking, the initial retracting force is defined by the retracting force that 
moves piston member 3 so as to contact with stop should 12 and move valve member 
6. Thereafter, surfaces of valve member 6, i.e., that which contacts valve seat 10, is 
exposed to fluid pressure. Given high fluid pressure, the valve member 6 is capable of 
moving upward as a result of the fluid pressure, resulting in a second retracting force of 
the actuator. 

Regarding the functional recitations, while features of an apparatus may be 
recited either structurally or functionally, claims directed to an apparatus must be 
distinguished from the prior art in terms of structure rather than function. MPEP 21 14. 

Response to Arguments 

6. Applicant's arguments filed September 14, 2006 have been fully considered but 
they are not persuasive. 

Applicant argued that the examiner has impemnissibly ignored "functional" 
recitation in the claims. Claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function. MPEP 21 14. The functional 
recitations have been considered as merely requiring the ability to so perform and not a 
positively recited limitation. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher S. Kim whose telephone number is (571) 
272-4905. The examiner can nonnally be reached on Monday - Friday, 8:30 AM - 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on (571) 272-4720. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Infomriation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). / 
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